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Office Action Summary 
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ftSSSSSSS^S?SK ESZSSSST 18 SET T0 EXPIRE «« M ~ ™™ 

■ -3S ( a). ,n no e.en,. However, may a r ep, y be timely fi ,ed 

earned patent term adjustment See 37 CFr7*K! communication, even if timely filed, may reduce any ' 



Status 

1 )H Responsive to communication(s) filed on 10-20-2001 

2a)D This action is FINAL. 2 b)E This action is non-final. 

30 ^ b JS!K IK rSJ 0 :.^ P-eoution as to the merits is 

~ ^■—"wc unuci i_A^a/ie wuay/e, iyjo <j.U. 11, 453 O.G. 213 

Disposition of Claims 

4) £3 Claim(s) M5 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) G3 Claim(s) M5 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f) 

a)DAII b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Staoe 

application from the International Bureau (PCT Rule 1 7 2(a)) national btage 

See the attached detailed Office action for a list of the certified copies not received 

1 4) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

i^n a i T translation of the forei 9 n lan 9 ua 9e Provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

Attachment(s) 

Notice of References Cited (PTO-892) ^ n . * 

Notice of Draftsperson's Patent Drawing Review (PTO-948) J - Paper N ° (S) 

Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 6) 



1) 
2) 
3) 



Notice of Informal Patent Application (PTO-1 52) 
Other: 
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PTO-326 (Rev. 04-01) 
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DETAILED ACTION 



Election/Restrictions 



1 • Restriction to one of the following inventions is required under 35 U.S.C. 1 21 : 
I. Claims 1-3, 6-10 are drawn to a method of generating an immune 
response to PSA by introducing a pox viral vector containing DNA 



^..uuu.ny roM mixed io a promoter; contacting host with additional PSA or 
cytotoxic T-cell eliciting epitope; contacting host with an additional pox 
virus vector containing DNA encoding PSA linked to a promoter, using pox 
viruses of the suipox, avipox, capripox, and orthopox groups; and eliciting 
an immune response using PSA or T-cell eliciting epitope formulated with 
a either an adjuvant or liposomal formulation classified in class 514, 
subclass 44. 

Claims 4-10, are drawn to a method of generating an immune response to 
PSA in a host by contacting host with PSA or a cytoptoic T-cell eliciting 
epitope followed by contacting with additional PSA encoded by a pox virus 
vector; using pox viruses of the suipox, avipox, capripox, and orthopox 
groups, and eliciting an immune response using PSA or T-cell eliciting 
epitope formulated with a either an adjuvant or liposomal formulation 
classified in class 514, subclass 44. 
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Claim 13, is drawn to a method of generating an immune response to PSA 
by contacting host with cytotoxic T-cell eliciting epitope of PSA, classified 
in class 424, subclass 198.1. 



reasons: 



The inventions are distinct, each from the other because of the following 
2. Inventions l-lll are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different 



modes of 



rr * / ■ . , 



ooeratinn Hiffcront fnnntinnn ^- ±. ... 

' u ' ""icieiii errects (iviPtP § 806.04, MPEP § 808.01). In 

the instant case the different inventions relate as methods of generating an immune 
response to PSA (Prostate Specific Antigen), but differ as to the steps and means of 
generating the response. Groups I entails the introduction of: a pox viral vectors that 
encode PSA ; the addition of PSA or a cytotoxic T-cell eliciting epitope; followed by the 
addition of another pox viral vector encoding PSA. Group II entails the introduction of: 
PSA or cytotoxic T-cell eliciting epitope; addition of PSA or a cytotoxic T-cell eliciting 
epitope; followed by a pox viral vector encoding PSA. Group III entails contacting the 
host with cytotoxic T-cell eliciting epitope. All these methods are different with respect 
to modes of operation. 

3. Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II or III, restriction for examination 
purposes as indicated is proper. 

4. Claims 6-1 0 and 12 are generic to a plurality of disclosed patentably distinct 
species comprising suipox, avipox (fowlpox, canary pox, pigeon pox), capripox, 
orthopox, and adjuvants (RIBI Detox, QS21, incomplete Freund's). Because these 
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species are capable of being combined in a multitude of combinations, a single species 
must be elected from the pox viruses, namely suipox, avipox, capripox, orthopox, and 
adjuvants. If avipox is elected, applicant must elect one of fowlpox, canary pox, or 
pigeon pox. In regards to adjuvants, a single species must be elected from RIBI Detox, 
QS21 or incomplete Freund's adjuvants. Applicant is required under 35 U.S.C. 121 to 
elect a single disclosed species, even though this requirement is traversed. 



X X 



w " uu,u u averse on me ground that the species are not patentably 

distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

5. Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher H Yaen whose telephone number is 703- 
305-3586. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony Caputa can be reached on 703-308-3995. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 

rani p I ~i r /^r\ »-v-\ »-v-n i ■ ■ a /-> 4 ! a » — AM >J Trvo **tr\tr ^\r\A jl £ a ri i — • i 

v/w^ -rt-rt iui i t-yuiai oui i ii i iui iioauui ia di iu / UO-OUO-OU \H IUT Miter Final 

communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. 



Christopher Yaen 
Art Unit 1642 
December 14, 2001 




